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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 4/9/09 has been entered. 

Receipt is also acknowledged of declaration under 37 C.F.R. § 1.132 and IDS filed on 
4/16/09. Claim 33 has been canceled as per applicants' amendment dated 4/9/09. 

Status of claims 

Claims 4, 14-17, 20, 22-23, 25-27, 29-31, 33 and 36-39 are cancelled. Claims 35 and 40 
are withdrawn from consideration as being drawn to non-elected invention (election without 
traverse dated 1 1/13/07). Claims 12 and 19 are withdrawn from consideration as being drawn to 
non-elected species ( election without traverse dated 1 1/13/07 ). Claims 1-3,5-11, 13, 18,21,24, 
28 and 32 and 34 are pending and currently examine din the application in the application. 
Claims 1, 13, 32 and 34 are examined to the extent that it reads on the elected species 
"polystearyl acrylate" and gum arabic as the film forming polymer. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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Claims 1-3,5-11, 13, 18,21,24, 28 and 32 and 34 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 1 is unclear and lacks clarity with respect to 11 3-6 because the expression "thermal 
profile having a melting peak wherein the mid-height width Lf is less than or equal to 20 degrees 
Celsius" is repeated twice. 

Claim Rejections - 35 USC § 102 

Claims 1-3, 5-11,13, 18, 21, 28 and 32 and 34 are rejected under 35 U.S.C. 102(b) as 
being anticipated by U. S. Patent 3,91 1,105. 

Specification teaches the measurement for measuring thermal profile. See below. 
Determination of the thermal profile of the composition 

[022] The thermal profile of the composition according to the present disclosure 
is determined using a differential scanning calorimeter (DSC), for example the 

calorimeter sold under the name DSC 30 by the company Mettler. 
See claim 5 of patent for "elected species" polystearyl acrylate. See col.5, 11 37-40 for 
water (aqueous phase of instant claim 21) and see col. 4, 11 49-65 for instant claim 28 drawn to 
dyestuff. Examples 26-28 read on instant claim 1 and remaining examples read on claims 32 and 
34. 

PTO is not equipped to measure the thermal profile and the limitations claimed in claims 
2-3 and 5-1 1, are also anticipated by patent '105. 
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Response to Arguments 

Applicant's arguments filed 4/9/09 have been fully considered but they are not 
persuasive. 

Applicants' argue: 

'The Examiner alleges that the disclosure of polystearyl methaerylate in 
col. 3, lines 65-66, of the '105 patent is actually a disclosure of polystearyl 
acrylate, which Applicant has elected, and that "the components claimed 
are [the] same as ... that disclosed." Final Office Action at 3. Without 
acceding to these allegations, Applicant submits that the '105 patent does 
not disclose each and every element of Applicant's claimed invention as 
recited in amended independent claim 1. This is at least because the '105 
patent does not disclose 

[a] cosmetic composition comprising, in a physiologically 
acceptable medium, at least one compound which gives the 
cosmetic composition a thermal profile having a melting peak 
wherein the mid-height width Lf is less than or equal to 20°C, the 
at least one compound having a thermal profile having a melting 
peak wherein the mid-height width Lfis less than or equal to 20°C 
... wherein the cosmetic composition is heat-stable as recited in 
amended independent claim 1 ". 
In response to the above argument, patent at col.3, 11 65-66 does not disclose the elected 
species but claim 5 is drawn to elected species . 
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Regarding the functional language recited in claims 1 and 32, PTO is not 
equipped to measure the thermal profile recited in claim land with respect to claim 32, which 
does not recite the determination of thermal profile, PTO is not equipped to measure the thermal 
profile describe din the specification. 

Applicants' submit declaration under 1.132 to show that the compostions of patent '105 
are not heat stable. 

Response to Amendment 

The declaration under 37 CFR 1.132 filed 4/9/09 is insufficient to overcome the rejection 
of claims rejected under 102(b) based upon patent 3,91 1,105 ('105) as set forth in the last Office 
action because of the following reasons: 

1. Applicants' state in the declaration that only example 29 of patent is directed to 
mascara which may use polystearyl methacrylate. Applicants' did not test "polystearyl 
methacrylate "of example 8 instead tested "polystearyl acrylate-dimethicone methacrylate 
copolymer". This is not drawn to example 8 (emphasis added). 

2. Applicants' also state in the declaration that in composition A " polyvinyl stearate" 
was not available at the time of testing therefore this polymer was replaced by " polyvinyl 
laurate". Is polyvinyl stearate not available from any vendor? 

3. Clarification is requested with respect to discrepancy in the amount of first three 
ingredients tested in compositions A and B vs. the amounts disclosed in the patent '105. 

What is the physiologically accepted medium in example 29? 

4. Examples 29-30 are drawn to "anhydrous mascara", whereas example 1 of instant 
specification uses water. The closest art in patent '105 are also examples 26-28, which use water. 
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Therefore the declaration submitted to show that the compostions of patent '105 are not 
heat stable is unpersuasive. 

Claim Rejections - 35 USC § 103 

Claims 1-3, 5-14, 18, 21, 24, 28 and 31-34 rejected under 35 U.S.C. 103(a) as being 
unpatentable over the combination of U. S. Patents 3,91 1,105 (' 105) and 6,875,245 ('245). 

Patent '105 teaches cosmetic composition using polystearyl acrylate, aqueous phase and 
dyestuff and use these compositions in the form of lipstick and mascara. Patent does not teach 
the limitation of claim 24, wherein the composition further comprising film-forming polymer, 
which is gum arabic (elected species). Patent '245 teaches compositions in personal care 
products. Personal care products are also known as cosmetic compositions. Patent '245 under 
examples 8-9, 25 and 66 teaches mascara compositions using gum arabic. Thus both the patents 
teach individually mascara compositions using polystearyl acrylate and gum arabic. 

Accordingly it would be obvious to one of ordinary skill in the art at the time the 
invention was made to prepare third composition and use it for coating keratin fibers (mascara) 
by combining the two components polystearyl acrylate and gum arabic with the reasonable 
expectation of success that the third composition is also effective for coating the keratin fibers. It 
is prima facie obvious to combine two compositions each of which is taught by the prior art to be 
useful for the same purpose, in order to form a third composition to be used for the very same 
purpose. The idea of combining them flows logically from their having been individually taught 
in the prior art. 
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Response to Arguments 

Applicant's arguments filed 5/8/08 have been fully considered but they are not 
persuasive. 

Applicants' argue that the declaration showed the compostions of patent '105 are not heat 
stable and patent '245 does not disclose or suggest a composition that is heat stable required by 
claims and therefore heat stability required by claim 1 is not a resulting property of combination 
of patents '105 and '245. 

In response to the above argument, the evidence presented to show that the compositions 
of patent '105 are not heat stable is unpersuasive for the reasons stated above and the claims are 
prima facie obvious since patent '105 teaches all the limitations except film forming polymer 
(claimed species) and both the patents teaches mascara compositions and it is prima facie 
obvious to prepare a third composition by combining two compostions which are also used for 
the same purpose. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JYOTHSNA A. VENKAT whose telephone number is 571-272- 
0607. The examiner can normally be reached on Monday-Friday, 10:30-7 :30:1st Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, MICHAEL WOODWARD can be reached on 571-272-8373. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner, Art Unit 1619 



